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1 . The rejections under 35 USC 112 liave been overcome. According to applicants' 
remarl^s, claim 29 was "amended to describe a bimodal system without reference to 
claim 21 ." There appears to be a typographical error in the first line of claim 29 because 
more of the first line is crossed out, but "claim 21" is not crossed out. Because 
applicants have stated in the remarks that the claim was rewritten without reference to 
claim 21 , for examination, this claim will be treated as if rewritten in independent form 
with the first line reading "An Inkjet recording element..." 

2. Claims 21-28, 33-40, 44-46 and 48-51 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Maeda et al. (Japanese Kokai Patent Application No. Hei 
7[1995]-1 37432) for reasons of record and for reasons given below. The reference 
discloses an Inkjet recording paper having an ink absorbing layer coated on a support, 
the ink absorbing layer (the top most layer) containing porous polyester resin particles 
([0005] - indicates appropriate paragraph of prior art translation supplied by applicants). 
The volume average particle diameter is 0.5-100 microns. The examiner cannot 
patentably distinguish 0.5 microns from less than 0.5 micrometers. The examiner has 
considered applicants' showings but was unable to identify showings that demonstrated 
the criticality of particle size by varying only this feature of the recording medium [0006]. 

Maeda et al. use different terminology to recite particle size, but it appears that its 
ranges would overlap with those instantly claimed. Maeda et al. disclose a volume 
average particle size D that can be 0.5 microns. In addition, 70 wt % or more of the 
particles are in the size range of 0.5D-2.0D (i.e. 0.25 microns to 1 micron). 
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The reference discloses use of underlayers or specialty supports in order to 
obtain a smooth surface [0025]. Normally, smoothness and gloss are related 
characteristics. It is also well known in the art to form or treat the ink receiving layer in a 
way that maximizes gloss when a glossy surface is desired. For example, it is well 
known to calendar the surface of the medium to increase gloss. It would have been 
obvious to one of ordinary skill in the art to treat the surface of the medium of the 
reference in order to obtain a desired level of gloss. The support may be paper, 
synthetic paper, or synthetic resin film [0025]. Based upon this disclosure, it would have 
been obvious to one of ordinary skill in the art to form the support of either transparent 
or opaque resin since both are well known and commonly used in the art. 

The reference discloses the formation characteristics of the polyester particles in 
paragraphs [0008]-[0013] including the use of fumaric or maleic acid in forming the 
polyester, inclusion of sulfonated monomers, number average molecular weight of the 
polyester, and the content of ionic groups. The particles may be in a binder including 
polyvinyl alcohol and other known binders [0023] and may be used in the instantly 
claimed proportions [0024]. Based upon the broad disclosure of binders, it would have 
been obvious to one of ordinary skill in the art to use any well known binder for ink 
receiving layers as the binder of the reference. Mr. Leon has stated in his first 
declaration that the acid number cannot be calculated without significant amounts of 
information concerning the polymerization reaction of the polyester resin. The acid 
number is not stated by the reference or calculable by the examiner. However, it would 
have been obvious to one of ordinary skill in the art to determine the acid number by 
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monitoring and determining tlie appropriate degree of progress of formation reaction of 
tine particles of Maeda et al. in order to result in desired crosslinked particles. 
Divinylbenzene may be used as a monomer to crosslink the polyester resin of the 
reference [0013]. 

Layer thicknesses are disclosed [0024] and it also would have been obvious to 
one of ordinary skill in this art to determine layer thicknesses and thickness of the 
medium overall in order to obtain necessary levels of ink absorption and required levels 
of machine feedability and handling characteristics of the media. Inclusion of one or 
more layers would have been obvious to one or ordinary skill in the art in order to 
control the overall thickness of the ink receiving layer. In addition, it is well known to 
include smaller particles in upper layers intended to achieve gloss and larger particles in 
lower layers intended primarily for ink absorption. It would have been obvious to one of 
ordinary skill in the art to include a gloss layer with smaller particles over an ink 
absorption layer including larger particles in order to achieve gloss in the coating of 
Maeda et al. 

3. Claims 21-46, 48-51 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Maeda et al. (Japanese Kokai Patent Application No. Hei 7[1995]-1 37432) for 
reasons set forth above and further in view of Henry et al (5,518,809) or Martinson et al 
(5,445,866). Henry et al. disclose improved feed facilitation when bimodal particles of 
narrow standard deviation are used in an image receptive layer (see col. 4, lines 
26031). Martinson et al. also disclose improved feedability and anti-blocking properties 
when using bimodal particles of narrow standard deviation in an image recording layer 
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(see col. 7, lines 15-22). Based upon tliese disclosures, it would have been obvious to 
one of ordinary skill in the art to include bimodal particles in the mediunn of the primary 
reference in order to obtain improved feedability and anti-blocking properties. It is noted 
that the preferred ranges for standard deviation disclosed by the reference are narrower 
than those of instant claim 30. The examiner has reviewed applicants' specification but 
was unable to determine the criticality of a broader range in standard deviation. Without 
such information, it would have been considered obvious to one of ordinary skill in the 
art to optimize this recognized property of particles used in image recording layers. 

Applicant's arguments filed May 8, 2008 have been fully considered but they are 
not persuasive. Applicants argue that Maeda et al. clearly teaches away by suggesting 
that smaller particles would yield less absorption. The meaning of this language is not 
at all clear, especially because the range disclosed by Maeda et al. includes average 
particle sizes below 1 micron and because the amounts of binder that are disclosed are 
up to 500 wt% of the particles [0024]. With large amounts of binder present in the layer, 
the absorption mechanism of the layer will be primarily due to swelling of the hydrophilic 
binder rather than due to the particles at all. In such a case, that the particles are of a 
size such that they have little or no effect on absorption would not render the layer non- 
absorbing. Absorption is primarily in the resin anyway. 

Next, applicants argue that the reference says that the synthesis can be used to 
obtain particles in the range of 1-100 microns. What the reference actually says is that 
this method of synthesis makes it so that one "can freely control the volume-average 
particle size D in the range of 1-100 pm." The reference does day that other size 
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particles cannot be formed. In fact, the reference says that the content of particles in 
the range of 0.5D to 2.0D will be 80% or greater. If D is 1 micron, particles of 0.5 
microns and smaller will be produced by this method. Such particles are enabled and 
may be separated out by size after synthesis. Therefore, contrary to applicants' 
arguments, the reference is enabling for particles of less than 1 micron. 

Applicants also argue that the term "about" is "notoriously indefinite." First, 
whether the term "about" is indefinite is determined on a case by case basis. The 
usage in the reference is definite. Even if this term were interpreted to mean "exactly 
0.5-100 |jm" which the examiner believes to be inconsistent with case law and overly 
restrictive, the examiner is unable to patentably distinguish the end point of the 
reference from "less than 0.5 |jm." 

In addition, secondary art has been applied that suggests that it was well known 
to use particles with two or more modes, some modes of which are below 0.5 |jm, with 
desirable results. Contrary to applicants' assertions, if there is a deficiency in reliance 
on the primary reference alone, it is remedied by the secondary art. 
4. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
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extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
tlie advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Pamela Schwartz whose telephone number is (571) 
272-1528. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Milton Cano, can be reached on (571) 272-1398. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
PRSchwartz 

August 29, 2008 /Pamela R. Schwartz/ 

Primary Examiner, Art Unit 1794 



